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FORENSIC EXAMINATION ON INTELLECTUAL PROPERTY
AS AN INSTITUTE OF PROTECTION OF CRITICAL
INFRASTRUCTURE IN UKRAINE:

GENESIS, CONCEPT AND SYSTEM

Fedorenko V. L.

INTRODUCTION

The development of modern states implies the effective protection of
their rights to intellectual property®. After all, these objects today are no
less important indicator of the country’s economic, social, cultural and
spiritual potential than its financial resources or minerals. It is not in vain
that the key to the development and prosperity of the intellectually
inherent economies of most of the member states of the European Union,
the USA, Japan, Singapore, South Korea, and others became the most
developed systems of administrative and judicial protection of the right to
objects of intellectual property rights in the 21st century.

For Ukraine, the problem of developing and improving an effective
system of protection of rights to intellectual property objects is, on the one
hand, the issue of preserving and increasing the domestic intellectual
capital, a kind of ‘intellectual matrix’ of Ukraine’s critical infrastructure,
and on the other hand a narrative for European integration through the
implementation of the provisions of the Agreement on the association of
Ukraine with the EU and other international obligations of our state in the
field of protection of intellectual property. It should be noted that despite
the known shortcomings in the field of law-making and enforcement
practice in protecting the rights to intellectual property objects in Ukraine,
Ukraine’s successes in this area are also prominent and promising. In
particular, in the years 2002-2019, the forensic examination on intellectual
property has been established and developed. It is not analogous in most
countries of the world. In 2019, the Supreme Court on Intellectual
Property will begin its work; a number of initiatives supported by the
public have been introduced to the Parliament, which should improve the

! Fedorenko W. Udziat ekspertow sadowych w ochronie praw wiasnosci intelektualnej na Ukrainie i za
granicg / W. Fedorenko // Nowe wyzwania i rozwigzania w europejskim systemie ochrony praw cztowieka.
Red. naukowa J. Jaskiernia, K. Sprzyszak. — Torun: Wydawnictwo Adam Marszatek, 2018. — S. 510-512.
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existing legislation on the protection of copyright and related rights,
inventions and industrial designs, etc.
1. The concept and genesis of forensic examination
of objects of intellectual property rights

The right to intellectual property was first laid down in English by
the Statute of Queen Anne (1710). According to it, it was forbidden to
print and reprint books without the consent of the authors and set a
14-year term of copyright protection. In 1774, this provision was
implemented by the court in the decision on the Donaldson vs. Beckett
case, which protected the 14-year copyright term of Donaldson®.

Centuries later, the right to intellectual property was secured in the
Constitution of the State of Massachusetts in 1789. Its provisions have
regulated that ‘there is no property that belongs to a person more than
that which is the result of its intellectual work’. Similar provisions were
also found in the constitutions of the former European countries like
Denmark, Norway, Prussia, Saxony, and others®.

The very category of ‘intellectual property’ was first introduced in
general use in 1850 by Libertarian L. Spooner (1808-1887) only*. And the
consolidation of the legal regime for the protection of intellectual property
at the international level took place several decades later. Thus, in 1883,
intellectual property was enshrined in one of the first international treaties
in this area in the Paris Convention for the Protection of Industrial
Property’, and in 1886, in the Berne Convention on the Protection of
Literary6 and Artistic Works, which operates today, with the latest changes
in 1979°.

Over time, the provisions of international treaties on the protection of
the right to intellectual property, first of all a copyright, were embodied in
the end of 19th — at the beginning of the 20th century in the legislation of
many European countries. In particular, the Austrian Copyright Act for
literary and artistic works and photographs of December 26, 1895 and the

2 Beremn T. COOGCTBEHHOCTb 1 mporBeTraHue : ypokn wuctopum / Tomm bBeremn ; mep. ¢ aHrm
B. IMunackepa. — M. ; Yenssounck : Commym, 2018. — C. 353.

¥ Oxopona inTenexTyansHOi BracHocTi B Yipaini / C.O. Jlosruit, B.O. XKapos, B.O. aituyk Ta in. — K. :
Dopym, 2002. - C. 5.

* Berenmn T. CoGCTBeHHOCTh M mpomBeTanme : ypoku ucropum / Tomm beremr ; mep. ¢ aHrm
b. ITunckepa. — M. ; Yensiounck : Coupym, 2018. — C. 351-353.

® [lapusbka KOHBEHIIisI PO OXOPOHY MPOMHKCIOBOI BiacHocTi Bix 20 Gepesns 1883 poky (yxp/poc) //
3i0paHHsl YMHHUX MIDKHApOAHUX noroBopiB Ykpainu. — 1990. — Ne 1. — Cr. 320.

® BepHchka KOHBEHISI PO OXOPOHY JHTEPATYPHHX i XymoXkHix TBOpiB : KomBeHuis, MixHapoxHmii
JOKyMeHT Bif 24 munHs 1971 poky // 3i0paHHsS YMHHHUX MDKHApOJHUX A0roBopiB Ykpainu. — 2006. — Ne 5/
Knwura 2 /. — Cr. 1247.
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Russian Copyright Act of March 20, 1911 were in force in the Ukrainian
lands that were at that time part of the Austro-Hungarian and Russian
empires’.

In its comprehensive distribution, the category ‘intellectual property’,
in the modern sense, was received in the second half of the 20th century
only. So, Part 2 of Art. 27 of the Universal Declaration of Human Rights
(1948) stated that ‘Every person has the right to protect his moral and
material interests, which are the result of scientific, literary or artistic
works of which he/she is the author’®. That is, the Declaration approved
and guaranteed the human right to own and use the results of its
intellectual and creative activity as an important component of the
‘universal ideal’ of human rights.

Respect for property rights, as one of the fundamental human rights,
and scientific and technological progress, helped to recognize and
consolidate in the International Covenant on Economic, Social and
Cultural Rights (1966) as the human rights of using the results of
scientific progress and apply these results in practice, as well as enjoy the
protection of moral and material interests arising in connection with any
scientific, literary or artistic works to which they are the authors (Art. 15
of the Covenant)®.

In the following 1967, the Convention on the Establishment of the
World Intellectual Property Organization (WIPO) was adopted. The
activities of WIPO and individual states of the world (Great Britain, USA,
France and Switzerland, etc.) contributed to the implementation of the
Convention’s intellectual property rights protection mechanisms. First of
all, copyright law. Thus, in 1971 and 1979, the contracting parties, who
were ‘inspired by the same desire to protect as effectively and equally as
possible the rights of authors, their literary and artistic works,” Were
updated by the Bern Convention on the Protection of Literary and Artistic
Works'.

’ Prawo wlasnosci intelektualnej / Red. naukowa J. Sienczyto-Chlabicz. Seria Akademicka. — Warszawa:
WoltersKluwer, 2015. — S. 34.

® SaranbHa sexnaparis pas TIOIMHM : PUHAHATA Ta IPOTOIONIEHa pe3omomieio ['enepanbuoi Acambei
OOH Bin 10 rpyznns 1948 poky Ne 217 A (III) // Odiniitanii BicHuk Ykpainu. — 2008. — Ne 93. — Cr. 3103.

MixHapoaHHH MaKT TPO E€KOHOMIiuHi, comiaibHi 1 KyJIbTYpHI TipaBa Big 16 rpymHs 1966 poky :

patudikoBanuii Ykazom IIpesunii BepxoBuoi Pagm YPCP Bim 19 rpymas 1973 poxy Ne 2148-VIII //
MexayHaponHbsle akTel O mpaBax denoBeka. COopHHMK mokymeHToB. — M. : HOPMA-UH®PA-M, 1998. —
C. 44-52.

10 Beprchka KOHBEHIS PO OXOPOHY JITEPATYPHHX i XymOXKHiX TBOpiB : KomBeHIis, MiHapoxHuii
JnokymeHT Bif 24 ymnus 1971 poky // 3iOpaHHS YMHHHMX MDKHapOJIHHX JOroBopiB Ykpainu. — 2006. —
Ne 5 /Knwra 2 /. — Cr. 1247.
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International standards in the field of the establishment and
protection of intellectual property rights are now embodied in the
Constitution and laws of Ukraine. In particular, Part 1 of Art. 41 of the
Constitution of Ukraine states: ‘Everyone has the right to own, use and
dispose of his property, the results of his/her intellectual and creative
activity’*".

The right of intellectual property, its objects and subjects, the
grounds for the emergence, change, termination and renewal, property
rights and personal non-proprietary rights to intellectual property objects,
the forms of use of these objects, as well as cases of lawful use, without
the consent of the author (creator), etc., are regulated by the Civil Code of
Ukraine (Art. 433-448 and others), the Laws of Ukraine On Copyright and
Related Rights, On the Protection of Rights to Trademarks for Goods and
Services, On Protection of Rights to Inventions and Utility Models, On
the Protection of Rights to Industrial Designs, and other Acts of the
Legislation in force' " 14 1 1¢

The norms regulating relations in the field of intellectual property
rights, as stated in the Decree of the Plenum of the Supreme Economic
Court of Ukraine dated October 17, 2012, No. 12 On Some Issues in the
Practice of Resolving Disputes related to the Protection of Intellectual
Property Rights were also developed in other laws, for example, the laws
of Ukraine On the Distribution of Copies of Audio-visual Works,
Phonograms of Videograms, Computer Programs and Databases, On the
Peculiarities of State Regulation of the Activities of Economic Entities
associated with Production, Export, Import of Disks for Laser Reading
Systems, On the Breeding Business in Livestock, On Scientific and
Technical Information, On Protection against Unfair Competition, On
State Regulation in the Field of Technology Transfer, and On Medicines,

! Kowncrurymiss Ykpainu : npuiiHsTa Ha 1sTiit cecii BepxoHoi Paan Ykpainu 28 ueprs 1996 poky /
Bimomocti BepxoBHoi Pamu Ykpaian. — 1996. — Ne 30. — Cr. 141.

2 Jusinennit xoxekc Ykpainm : Bix 16 ciuns 2003 poky // Bimomocri Bepxosroi Pamgu Vkpainn. —
2003. — Ne 40. — Cr. 356.

3 TIpo aBropchke mpaBo i cymixmi mpasa : 3akon Ykpaimu Bix 23 rpymms 1993 poky / Bimomocri
BepxoBHoi Pagu Ykpainu. — 1994. — Ne 13. — Cr. 64.

Y TIpo oxopony mpaB Ha 3HaKm [T TOBapiB i mocayr : 3akoH Ykpaimm Bix 15 rpymEs 1993 poky /
Binomocti BepxoBHoi Pagu Ykpainu. — 1994, — Ne 7. — Cr. 36.

®IIpo oxopony mpas Ha BiHAXOAHM i KOpHCHI Mozei : Bix 15 rpyanst 1993 poxy / Bizomocti BepxosHoi
Paau Ykpainu. — 1994. — No 7. — Cr. 32.

'® MIpo oxopony mpas Ha mpomuciosi 3pasku Bix 15 rpyaas 1993 poky // Bizomocti Bepxosmoi Paju
VYxpainu. — 1994. — Ne 7. — Cr. 34.
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etc.'” The Ministry of Economic Development and Trade of Ukraine has
been working to improve the legislation on the protection of citizens’
rights to intellectual property during 2017-2019.

Proceeding from the normative content of the aforementioned acts of
the legislation, the right of intellectual property belongs to the persons
who are the creators of the object of intellectual property rights (the
author, performer and inventor, etc.) and other subjects, which own
personal immaterial and/or proprietary intellectual property rights
respectively to the provisions of the law.

Approved in the Constitution and laws and international treaties of
Ukraine, the right to intellectual property rights is guaranteed and
protected by the state and society. At the same time, an institute of
forensic examination on intellectual property matters is an important
element in the mechanism of judicial protection of this right.

As you know, the implementation of the provisions of the Decree of
the President of Ukraine No. 285 dated April 27, 2001 On Measures to
Protect Intellectual Property in Ukraine, our state has joined a number of
international treaties in the field of protection of the right to intellectual
property, and has taken measures the establishment in Ukraine of an
effective institutional mechanism for the approval and protection of
intellectual property rights. In particular, the creation of a patent library in
Ukraine and the study of the possibility of creating a specialized patent
court,® etc.

On the implementation of the said Decree of the President of Ukraine
dated April 27, 2001 Ne 285 by the order of the Ministry of Justice of
Ukraine dated January 17, 2002, No. 4/5. List of the main types of
forensic examination and expert specialties, which assigns the
qualification of a forensic expert to the Research Centre for Forensic
Examination on Intellectual Property (RCFEIP) specialists to the Ministry
of Justice and workers who do not work at such RCFEIP were
supplemented by examination in the field of intellectual property. In the
same year, the Central Experts and Qualifications Commission of the
Ministry of Justice certified the first forensic experts in the field of

Y TIpo mesxi MUTAaHHS TPAKTHKH 3aCTOCYBAHHS FOCIOJAPCHKMMH CyIAaMH 3aKOHOIABCTBA IO 3aXHCT
IIpaB Ha 00’ €KTH iHTENIEKTyaJIbHOI BIaCHOCTI : OTIsm0BHi JTrcT Bumoro rociogapcskoro cyny YKpainu Bix 28
JIIOTOTO 2017 p. No 01-06/ 521 / Enextponnmii pecypc. Pexum JIOCTYILY:
https://zakon.rada.gov.ua/laws/show/v_521600-17 — na3ea 3 ekpany.

'8 TIpo 3axomm 1010 OXOPOHH iHTENeKTyaTbHOT BiacHOCTI B Ykpaini: Yka3 Ipesunenta Vipainn Bix 27
kBiTH 2001 poky Ne 285 // // O¢iuiitanii Bicauk Ykpaiau. — 2001, — Ne 18. — Cr. 783.
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intellectual property. A Section for Forensic Examination of Intellectual
Property Objects as a part of the Scientific Advisory and Methodological
Council on Forensic Examination (SAMCFE) of the Ministry of Justice
was also formed'. Thus, the Institute for Forensic Examination on
Intellectual Property has been established, since 2002.

An important role in the methodical provision of forensic
examination on intellectual on property was played by the generalization
of practice by economic courts. Thus, on June 10, 2004, the Supreme
Economic Court of Ukraine adopted the Recommendation On Some
Issues of the Practice of Resolving Disputes Related to the Protection of
Intellectual Property Rights, No. 04-5/1107) and Recommendations On
Certain Issues of the Practice of Appointment of Forensic Examinations in
Cases Involving Disputes Related to the Protection of Intellectual
Property Rights of March 29, 2005, No. 04-5/76°. The relevant
Recommendations have proven to be effective and have been developed
by economic courts in subsequent years®'.

On December 31, 2004, according to the order of the Cabinet of
Ministers of Ukraine, No. 984-p, a Research Centre for Forensic
Examination on Intellectual Property, as a specialized judicial-expert
institution, was created on the proposal of the Ministry of Justice, which
was assigned to the management of the Ministry of Justice of Ukraine,
which carries out research forensic examination on intellectual property?.
For more than 14 years of its activities, the RCFEIP has established itself
as the main research institute of forensic examination®®. The development
of this type of forensic examination led to its methodological justification,
the results of which now have their implementation in 9 methods,

19 Kpaitues T1LI1. CyzoBa ekcriepTusa 3 MUTaHb iHTeleKTyanbHoi BaacHocti / ILIL. Kpaitues // Cynosa
excneprusza. — 2004. — Ne 1. — C. 11-12.

2 lapunimmu A.JI. 3axucT mpaBa IHTENEKTYalbHOI BIACHOCTI TOCIONAPCHKMMHU CyAaMu YKpaiHu /
A.IL TaBpunimun, A.A. HoBak // IlopiBHsuibHO-aHamiTHuHe npaBo. — 2013. — Ne 4. — C. 102.

! TIpo nesiki MUTAHHS NPAKTHKHM BHPIMIEHHS CIIOPIB, [OB’S3aHKX i3 3aXHCTOM MPaB iHTENEKTYaIbHOI
BiacHocTi : [loctanoBa [Inerymy Bumoro rocnomapcekoro cyny Ykpainu : Bix 17 xoBtHS 2012 p. Ne 12 //
Bicauk rociogapcpkoro cygounHacTBa. — 2012. — Ne 6. — Cr. 57.

? Tpo yrBopeHHs HayKoBO-ZOCIIZHOTO LEHTPY CYHOBOI eKCIEPTH3M 3 IHTAHb IHTEIEKTYaIbHOI
BitacHocTi : Posnopsiukenns Kabinery MinictpiB Ykpainu Big 31 rpyans 2004 p. Ne 984 // Odiniiianii BicHUK
VYkpaian. — 2005. — Ne 1. — Cr. 37.

2 ®enopenko B.JI. CraHoBneHHS Ta po3BUTOK HaykoBO-IOCTIMHOTO IEHTPY CYAOBOI E€KCIEPTH3H 3
MUTaHb 1HTENIEKTYyalbHOI BiIacHocTi MiHictepcTBa rocTuilii Ykpainu (2004-2017 pp.) / B.JI. ®enopenko //
IIpo6nemu Teopii Ta MPaKTHKH CYIOBOI €KCIIEPTHU3H 3 MHUTAaHb IHTEIEKTYalIbHOI BIACHOCTI : Marep. HayKkoBO-
npakT. KoHO. (21 rpymns, 2017 p., m. KuiB) ; 3a 3ar. pen. npod. B.JI. dexopenka ; HaykoBo-gocnigauii eHTpY
CyIOBOI eKCIEepTH3M 3 THTaHb IHTEIEeKTyasbHOi BiacHocTi MinicTepcTBa foctmmii Ykpaimm. — K.
Bunasuunrso Jlipa-K, 2017. — C. 8-14.
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numerous methodological recommendations, textbooks, monographs and
other publications.

Thus, forensic examination on intellectual property is a deliberate
activity aimed at obtaining evidence on the protection of the right to
intellectual property, the content of which is to be investigated by court
experts on the basis of special knowledge in the field of copyright,
trademark rights for goods and services, industrial property rights,
intellectual property, objects, phenomena and processes, in order to
provide objective and well-grounded findings that are or will be subject of
legal proceedings.

However, the Research Centres for Forensic Examination on
Intellectual Property (RCFEIP) activities is not limited to forensic
examination of the RCFEIP of the Ministry of Justice, according to
Resolution of the Cabinet of Ministers of Ukraine dated July 27, 2011,
No. 804 that states the followings: ‘At the request of individuals or legal
entities conducting expert investigations using means and methods of
forensic examination, the results of which are issued as conclusions of
expert studies, the provision of consultations requiring special
knowledge”.

In addition to forensic examinations, protection of objects of
intellectual property rights is carried out by conducting expert
investigations by certified expert specialists, the results of which are
issued as follows: (a) Conclusions of expert studies; an (b) Advisory
reports (Conclusions). The latter, taking into account the practice of the
RCFEIP activities in 2005-2019, protect the right to intellectual property
rights when conducting tender procedures and providing administrative
services.

2. Classification of Forensic Examination on Intellectual Property
The category ‘classification of forensic examinations on intellectual
property’ is derived from the other, generic category as ‘classification of
forensic examinations’, and is quite studied in legal science and expert
studies. In its turn, the basis of knowledge about the classification of
forensic examinations is the content of the category ‘classification’ (from
‘classis’ means ‘category’ and ‘fixation’) means ‘... the division of objects

2 Jlesiki MUTAaHHS HAZAHHS INIATHAX TOCIYT HAYKOBO-ZOCIIIHMMH YCTAHOBAMH CYIOBHX EKCIEPTH3
MinicrepcrBa roctuiii Ykpainu : IloctanoBa KaGimery MinictpiB Ykpainm Big 27.07.2011 p. Ne 804 //
Odiuiitanit BicHuk Ykpainu. — 2011, — Ne 57. — Cr. 2296.
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according to common features from the formation of a system of classes of
a given set of objects’, or ‘.. a system of distribution of objects,
phenomena or concepts to classes, groups on special features,” etc > %,

In accordance, the classification of forensic examinations on
intellectual property is purposeful scientific and practical activity on their
distribution, on the basis of pre-identified criteria, on certain types
(classes) and groups of forensic examination of objects of intellectual
property right with the aim of further systematization.

At the same time, the classification of forensic examinations has not
only theoretical and methodological but also practical application, since it
allows optimizing forensic expert activity on intellectual property issues,
to determine the tendencies of its development, and to identify among
them the key areas of development of this type of forensic examination.

The classification of forensic examination on intellectual property is
carried out in accordance with certain criteria (from the Greek word
‘Kputnpov’ is ‘a means of judgment’), which is commonly understood as
‘.. the features taken as the basis of classification™’ appropriate
examination. Based on the commonly used criteria for classifications of
forensic examinations on intellectual property issues, the current
provisions of the current legislation on intellectual property rights and the
Regulations on the appointment and conducting of forensic examinations
and expert researches and scientific and methodological recommendations
on the preparation and appointment of forensic examinations and expert
research, approved by the Order of the Ministry of Justice of Ukraine of
October 08, 1998, No. 53/5, the Regulations on Expert-Qualification
Commissions and Attestation of Forensic Experts, approved by the Order
of the Ministry of Justice of Ukraine dated March 3, 2015, No. 301/5 on
the List of Types of Forensic Examinations and Expert Specialties®® .

% CnoHuK iHIIOMOBHUX cliB / Vinaz.: C.M. Mopo3os, JI.M. Hlkapanyra. — K. : Hayk. mymxka, 2000. —
C.271.

% YKpaiHCHKHI TIyMadHHIA CIOBHHK (Tesaypyc) 25 000 cis / ykmaz. i ron. pex. B.T. Bycen. — K.; IpmiHs:
BT® «Ilepyn», 2016. — C. 511.

% CnoBHuK inmoMoBHEX ciiB / Vkmax.: C.M. Mopo3sos, JI.M. lllkapanyta. — K. : Hayk. gymka, 2000. —
C. 305.

%8 Tpo 3atBepmkeHHs [HCTPYKILii PO MPU3HAYEHHS Ta MPOBEICHHS CYIOBHX EKCIIEPTH3 Ta eKCIIEPTHHX
JOCTKeHh Ta HaykoBO-METOAMYHHMX pEKOMEHAANid 3 NHTaHb MIATOTOBKH Ta TPHU3HAYEHHS CYJIOBHX
eKCIepTH3 Ta eKCIePTHUX AocHipkeHs : Haka3z MinictepcTBa toctumii Ykpainu Bix 08 sxoBTHA 1998 poxy Ne
53/5 // Odimitinuii Bichuk Ykpainu. — 1998, — Ne 46. — Cr. 172.

» TIpo 3arBepmkeHHst IIONOXKEHHS MPO eKCIepTHO-KBamiQikamiiini komicii Ta artecrariio CymOBHX
excrneprtiB : Haka3 MinictepctBa roctuuii Ykpainu Big 03 Gepesns 2015 p. Ne 301/5 // Odiuiiianii BicHUK
VYxpainu. — 2015. — Ne 17. — Cr. 468.
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At one time P.P. Krainev substantiated the complex classification of
forensic examinations on intellectual property. Taking into account the
properties of the objects of intellectual property rights, the scientist
proposed to distinguish the followings: (a) objects of industrial property
rights (objects of patent law and means of individualization
(designation)); (b) objects of copyright and related rights; and (c) other
objects of intellectual property rights (commercial secrets, including
know-how and termination of unfair competition)**. Nowadays, scientists
identify the types of relevant examination mainly with expert specialties
even in the ground-breaking editions on forensic examination in
Ukraine®.

At the same time, the classification of forensic intellectual property
examinations in today’s conditions requires a system of criteria that will
help to identify all of their diversity and properties, to measure the
potential for forensic examination on intellectual property issues. In our
opinion, such criteria are the followings: (1) objects of intellectual
property rights and their properties; (2) the type of procedural
proceedings, within which a forensic examination on intellectual property
Is conducted; (3) subjects of appointment and order of forensic
examination on intellectual property; (4) the grounds and procedure for
the appointment of forensic examination on intellectual property; and
(5) the subject of the forensic examination on intellectual property, etc.

3. Characteristics of Certain Types of Forensic Examination
on Intellectual Property in Ukraine

3.1. Often, the basis of the classification of forensic examination on
intellectual property takes into account classification of the objects of
intellectual property rights themselves. According to Art. 420 of the Civil
Code of Ukraine, the objects of intellectual property law include the
followings: (1) literary and artistic works; (2) computer programs; (3) data
compilation (database); (3) performance; (4) phonograms, videograms,
broadcasts (programs) of broadcasting organizations; 5) scientific
discoveries; (6) inventions, utility models, industrial designs; (7) layout

%0 Kpaiines ILI1. Cymosa excrieprusa y cdepi inTenekryansHoi BracHocTi ; 3a pex. ILIT. Kpaituesa / TLIT.
KpaitreB, H.M. KoansoBa, M.B. MenbaukoB. — Binannsg : I1I1 «Ilomirpad. Lentp «®enikey; JIBIT BAT
«Iudppakon» — «Iadppakon-I», 2008. — C. 20-26.

31 OcHOBH CymOBOi eKCIIepTH3H : HaBd. MOCIOH. / aBTop.-yknan.: JLM. Tonosuerxo, A.l Jlozosuii, E.B.
CimaxoBa-€¢dpemsn Ta in. — X. : [Ipaso, 2016. — C. 4009.
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(topography) of integrated circuits; (8) innovative proposals; (9) plant
varieties, breeds of animals; (10) commercial (firm) name, trademarks
(signs for goods and services), geographical indications; and
(11) commercial secrets, etc®.

In the Agreement on the Association between Ukraine, on the one
hand, and the European Union, the European Atomic Energy Community
and their Member States, on the other hand of 16 September 2014, which
was enacted in September 2017, following its ratification by the
Netherlands, in effect, Chapter 9 Intellectual Property in Part 2 defined the
standards for the following objects of intellectual property rights:
(1) copyright and related rights; (2) computer programs; 3) data
compilation (database); (4) phonograms, videograms, broadcasts
(programs) of broadcasting organizations, including cable broadcasting;
(5) trademarks; (6) geographical indications; (7) industrial designs;
(8) inventions (patents); (9) topography of semiconductor products;
(10) varieties of plants and breeds of animals; and (11) genetic resources,
traditional knowledge and folklore, etc®.

Similar approaches are widespread in many foreign countries. For
example, in the Polish textbook Intellectual Property Rights (2015), the
following objects are distinguished: (1) copyright and related rights;
(2) audio-visual works; (3) the database; (4) computer programs; (5) the
image and the addressee of the correspondence; (6) patent law; (7) the
right of trademarks; (8) the right of industrial designs; (9) geographical
designation; (10) samples of utility products; and (11) topography of
chips®. Although, it should be noted that among forensic examinations
conducted in Poland, in particular, in the Institute for Forensic
Examination. Dr., prof. J. Zegn in Krakow (Ministry of Justice), has no
legal examination on intellectual property.

To date, it is enshrined in Clause 1.2.5 of the Instruction on the
Appointment and Conducting of Forensic Examinations and Expert
Researches, approved by the Order of the Ministry of Justice of Ukraine
of October 08, 1998, No. 53/5, and in Appendix 6 to the Regulations on

% Iupinbuuii xoxexc Ykpainm : Bix 16 ciums 2003 poky // Bimomocti Bepxosroi Pamgu Vipainn. —
2003. — Ne 40. — Cr. 356.

¥ Yroma npo acoujamito Mix YkpaiHoto, 3 oxHiei croponu, Ta €BporeiicbkiuM Coro30M, €BPOIEHCHKIM
CIIBTOBAapHCTBOM 3 aTOMHOI €Heprii 1 iXHIMHU Jep)kaBaMu 4JeHaMHU, 3 iHmoi croporu Bif 16 Bepecus 2014 p. /
Odiuiiinuii Bichuk Ykpainu. — 2014. — Ne 75 /T. 1/. — Cr. 2125.

¥ Prawo wiasnosci intelektualnej / Red. naukowa J. Sienczyto-Chlabicz. Seria Akademicka. — Warszawa:
WoltersKluwer, 2015. — 607 s.
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Expert-Qualification Commissions and Certification of Forensic Experts
(Paragraph 3 of Section 5), approved by the Order of the Ministry of
Justice of Ukraine dated 03.03.2015 Ne 301/5, List of Types of Forensic
Examinations, upon which the qualification of a judicial expert is assigned
to specialists of research institutions of forensic examinations, hereinafter
referred to as ‘RCFEIP’ of the Ministry of Justice (Table 1), according to
which RCFEIP court experts and court experts who are not employees of
the RCFEIP, as a whole, reproduce a system of objects of intellectual
property rights enshrined in the Civil Code of Ukraine ** *. Actually, the
classification of forensic examinations on intellectual property in Table 1
Is the most widespread, and in the new Guide for Intellectual Property
Judges (2018)* is no alternative.

Not all types of expert specialties on intellectual property, from the
List above, appeared to be in demand for forensic and research activity.
Given that the Specialty 13.5.1: Plant Variety Investigations is currently
represented in Ukraine by only 1 forensic expert, real experience in
carrying out relevant expert researches and has prospects for
development, at the autumn meetings of profile Sections of the SAMCFE
was decided: to leave both the Specialty 13.5.1 unchanged, and the
Specialty 13.5.2: Animal-related Researches and the Specialty 13.7:
Researches related to topographies of integrated circuits (chips) to
remove from the List of Types of Forensic Examinations according to
which the qualification of a forensic expert is assigned to specialists of
research institutions of forensic examinations of the Ministry of Justice
without changing the names of other specialties and their numbering, with
the possibility of their recovery in real need. The corresponding decision
was supported on December 20, 2018 by the Presidium of the SAMCFE
under the Ministry of Justice of Ukraine.

% TIpo 3aTBepmKenns [HCTPYKIi PO NPU3HAYEHHS Ta MPOBEICHHS CYIOBHX EKCIEPTH3 Ta EKCIEPTHHX
JociipkeHb Ta HaykoBo-MeTOAMYHMX pEKOMEHAALil 3 NWTaHb IIJATOTOBKM Ta TIPU3HAYEHHS CYMOBHX
eKCIepTH3 Ta eKCHEepTHHUX Mocii/keHb : Haka3z MiHnictepcTBa rocturii Ykpaiau Big 08 >xoBTHS 1998 poky
Ne 53/5 // O¢iuiiinnii Bicuuk Ykpainu. — 1998, — Ne 46. — Cr. 172.

% TIpo 3arBepmxenns ITONOXEHHS MPO eKCIEPTHO-KBamidikariitni Kowmicii Ta arecTamiio CyIOBHX
excnepTiB : Hakxa3 MinictepctBa roctumii Ykpainu Big 03 Oepesns 2015 p. Ne 301/5 // Odiuiitanii BicHUK
VYipainu. — 2015. — Ne 17. — Cr. 468.

¥ Toci6uuk ams cyamis 3 inTenexryanbHOi BiacHocti / Benamciok LM. Ta in. — K.: K.I.C., 2018. —
C. 370-371.
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Table 1

List of Types of Forensic Examinations by which the Qualification
of a Forensic Expert is assigned to Specialists of Research Institutions
of Forensic Examinations of the Ministry of Justice

Item Types and Subspecies of NGRS 5 .
. . Expert Types of Expert Specialties
No. Forensic Examinations Lo
Specialties
Intellectual Property Examination
1311 Researches related to literature
T and works of art and others;
30.1. | Literary and artistic works Researches related to
13.1.2. computer programs and data
compilations (databases);
Researches related to
Phonograms, videograms, performances, phonograms,
30.2. programs (broadcasts) of 13.2. videograms, programs
broadcasting organizations; (broadcasts) of broadcasting
organizations;
30.3. | Inventions and utility models; 13.3. Research rel_a-ted o mve.ntlons
and utility models;
30.4. Industrial samples; 13.4. R_esearches related FO
industrial samples;
Researches related to plant
- . 13.5.1. o
Varieties of plants and animal varieties;
30.5. : .
breeds; Researches related to animal
13.5.2. _
breeds;
Commercial (branded) names, Researches related to
trademarks (trademarks and commercial (branded) names,
30.6. service marks) and 13.6. trademarks (marks of goods
geographical names and services), geographical
(indications); names (indications).
Topographies of integrated Researches related to
30.7. pograpn : .g 13.7. topographies of integrated
circuits (chips); U L
circuits (chips);
Researches related to
Commercial secrets (know- commercial secrets (know-
30.8. : : _ 13.8. AT
how) and innovative offers; how) and rationalization
proposals;
Economic examination on Economic researches on
30.9. ) _ 13.9. :
intellectual property; intellectual property.
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3.2. An equally important criterion for the classification of expert
research on intellectual property is subjects of their holding. Relevant
subjects are defined in Art. 7 of the Law of Ukraine On Forensic
Examination and Procedural Codes of Ukraine. They are as follows:
(1) research institutions of forensic examination (RSFEIP); (2) forensic
experts who are not the RSFEIP employees; and (3) other specialists
(experts) from the relevant branches of knowledge®.

The state RCFEIP, in accordance with Part 2 of Art. 7 of the Law of
Ukraine On Judicial Examination includes as follows: (1) research
institutions of forensic examination of the Ministry of Justice of Ukraine;
(2) research institutes of forensic examinations, forensic medical and
forensic psychiatric institutions of the Ministry of Health of Ukraine; and
(3) expert services of the Ministry of Internal Affairs of Ukraine, the
Ministry of Defence of Ukraine, the Security Service of Ukraine and the
State Border Guard Service of Ukraine™.

Although, not all of the above-mentioned RCFEIP are certified
forensic experts on intellectual property conducting expert appraisals and
expert research in the field of intellectual property. To date, the vast
majority of forensic experts on intellectual property are concentrated in
the RCFEIP of the Ministry of Justice of Ukraine and the Ministry of
Internal Affairs, or is the so-called ‘private’ court experts who are not
employees of the RCFEIP.

Specialized  forensic-expert institution  with  all-Ukrainian
competence, which is the most concentrated forensic experts in the field
of intellectual property in Ukraine, has been the Research Centre for
Forensic Examination on Intellectual Property only, since 2004.

The main subject of forensic examination in the field of intellectual
property remains, first of all, the judicial expert. The certified forensic
expert is responsible for the quality and objectivity of forensic
examination in the field of intellectual property in Ukraine. Abroad, first
of all in the EU member states certified forensic experts on intellectual
property are rare. The relevant examinations for the courts are carried out
by experts whose candidatures are ad hoc appointed by the courts®™.

% Ipo cymosy excreprusy : 3akon Ykpainu Bix 25 mororo 1994 poky // Bizomocti Bepxosroi Paju
VYkpainu. — 1994, — Ne 28. — Cr. 232.

¥ Mpo cymosy excriepru3y : 3axon Ykpainu Bix 25 mororo 1994 poky / Bigzomocti Bepxosmoi Paju
VYkpainu. — 1994, — Ne 28. — Cr. 232.

0 Prawo wiasnosci intelektualnej / Red. naukowa J. Siefnczyto-Chlabicz. Seria Akademicka. — Warszawa:
WoltersKluwer, 2015. — S. 510-512.
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According to Part 1 of Art. 10 of the Law of Ukraine On Forensic
Examinations, forensic experts ‘.. may be persons who have the
necessary knowledge to provide a conclusion on the issues under
investigation’*'. According to the analysis of the Register of Certified
Forensic Experts, the number of forensic experts with valid certificates of
qualification of a forensic expert on intellectual property as of July 1,
2018 is 107, which is more than in comparison with 2016 for 6 persons.

Forensic experts on intellectual property as of July 1, 2018 have a
total of 265 human specialties, which is more compared to 2016 for
9 human specialties. These data indicate a steady state of affairs in the
field of training and certification of forensic experts in the field of
intellectual property.

An important criterion characterizing the prospects of forensic
examination on intellectual property is the dynamics of acquiring
(confirming) expert specialties on intellectual property. This criterion
makes it possible to identify both the most promising types of forensic
examination and those that do not have a prospect of development in
Ukraine today.

Its analysis shows the dynamics of development of forensic expert
activity on intellectual property issues on the basis of the criterion of
acquiring (confirming) relevant expert specialties, the following
conclusion can be drawn:

e The largest increase in the share, and consequently the increase in
demand for forensic expert practice is observed in the specialties: 13.4:
Research related to industrial designs — 3.8%; 13.6: Studies related to
commercial (brand) names, trademarks (trademarks and service marks),
geographical names (indication) — 3.7%; and 13.9: Economic research in
the field of intellectual property — 2.7%;

e The largest reduction of the share, and therefore the decline in the
relevance of forensic expert activity is observed in the following
specialties: 13.2: Studies related to performances, phonograms,
videograms, programs (broadcasts) of broadcasting organizations — 4,1%;
13.1.1: Studies related to literary, artistic works, and others — 4,1%; and
13.2: Studies related to performances, phonograms, videograms, programs
(broadcasts) of broadcasting organizations — 2.9%.

4 IIpo cynoBy excneptusy : 3akoH Ykpainu Bim 25 mrotoro 1994 poxy // Bimomocti BepxoBHoi Pamu
Vkpaian. — 1994. — Ne 28. — Cr. 232.
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CONCLUSIONS

The classification of forensic examinations receives its continuation
In integrating the detected types of forensic examination and their groups
into the system and the doctrinal, substantive, functional, structural and
other interrelationships revealed between them.

The internal structure (structure) of the forensic examination system
on intellectual property issues is now represented by the following types
of forensic examinations, differentiated according to the following
criteria:

e By objects of intellectual property rights and expert specialties:

(1) Researches related to literary, artistic works, and others (13.1.1);

(2) Researches related to computer programs and data compilations
(databases) (13.1.2);

(3) Researches related to performances, phonograms, videograms,
programs (broadcasts) of broadcasting organizations;

(4) Researches related to inventions and utility models (13.3);

(5) Researches related to industrial samples (13.4);

(6) Researches related to plant varieties (13.5.1);

(7) Researches related to commercial (branded) names, trademarks
(marks of goods and services), geographical names (indications) (13.6);

(8) Researches related to commercial secrets (know-how) and
rationalization proposals (13.8);

(9) Economic research in the field of intellectual property (13.9).

e By the number of expert specialties on which the following
forensic examination is conducted: (1) simple (monoexperiments);
(2) complex (complex examinations);

e By types of procedural proceedings, in which the following
forensic examination on intellectual property issues is conducted:
(1) forensic examinations carried out within the framework of economic
legal proceedings; (2) forensic examinations carried out within the
framework of civil justice; (3) forensic examinations carried out within
the framework of criminal proceedings; (4) forensic examinations carried
out within the framework of administrative legal proceedings; and
(5) extra-procedural expert researches;

e By subjects of appointment and order of forensic examinations
on questions of intellectual property: (1) forensic examinations carried
out at the request of enterprises, organizations and institutions, regardless
of the forms of their property (legal entities); (2) court examinations
carried out by court decisions; (3) forensic examinations conducted on the
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order of individuals and lawyers; (4) forensic examinations carried out at
the request of the National Police of Ukraine; and (5) forensic
examinations carried out at the request of the prosecutor’s office.

e By the grounds and procedure for the appointment of forensic
examinations on matters of intellectual property: (1) court orders,
including judgments of the investigating judge; (2) a statement (letter) of
the customer (physical or legal person) for conducting expert research;
(3) ordering an examination by a participant in a civil proceeding; (4) the
resolution of the bodies of pre-trial investigation in criminal cases filed
before the Unified Register of Pre-trial Investigations (URPTI) till
October 3, 2017; and (5) the written application of the victim or the party
protecting the criminal proceedings;

e By the complexity of conducting forensic examinations on
intellectual property issues: (1) simple; (2) medium complexity;
(3) complex and special complexity;

e By subjects of conducting forensic examinations on intellectual
property issues: (1) research institutions of forensic examination
(RCFEIP); (2) forensic experts who are not the RCFEIP employees; and
(3) other specialists (experts) from the relevant branches of knowledge.

e By the number of court experts involved in conducting forensic
examination on intellectual property issues: (1) conducted by experts
alone; and (2) commission assessments, etc.

The presented types of forensic examinations, as well as their groups,
today form a system (from the Greek word ‘ovotnua’ means
combination, formation) of forensic examinations on intellectual property
issues is an ordered community of different types of forensic
examinations and their groups, interconnected by doctrinal, substantive,
functional, structural and other ties, which are aimed at protecting the
constitutional right to objects of intellectual property rights.

SUMMARY

The publication is devoted to actual problems and prospects of
development of forensic examination of objects of intellectual property
rights in Ukraine in conditions of judicial reform. The main stages of
approval and the development of forensic examination in the field of
intellectual property in the context of the genesis of critical infrastructure
protection mechanisms have identified, since 2002. The main stages of the
genesis of forensic examinations of intellectual property issues in Ukraine
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(2002 — 2019) are highlighted, as well as prospects for their further
development.

It is noted that the forensic examination on intellectual property
issues in Ukraine is new, unique for Europe and the whole world, as well
as a dynamic and multifunctional type of forensic examination. This is
manifested in the many types of forensic examinations in the field of
intellectual property, which are classified according to different criteria:
objects of intellectual property right and its properties; the type of
procedural proceedings, within which a forensic examination on
intellectual property issues is conducted, etc. The relevant types of
forensic examinations, as well as their groups, today form the system of
forensic examinations on intellectual property issues, which is an
instrument for protecting the ‘intellectual matrix’ of critical infrastructure
of Ukraine.
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